Appl.No. 10/681,750 

Reply to office action dated November 25, 2008 

REMARKS 

The Applicant wishes to thank the Examiner for her examination of the present 
application. Claims 1,3, 8-9, 1 1-17, 20, 42 and 51 have been amended. Claims 2, 4-7, 
10, 18-19, 21-41, 43-50, 52-95 have been cancelled. Claims 96-137 have been added, 
such that claims 1, 3, 8-9, 11-17, 20, 42, 51 and 96-137 are currently pending. No new 
matter has been added. 

35 U.S.C. $112 

Claims 6, 7, 9, 10 and 52-56 stand rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 6, 7, 10 and 52-56 have been cancelled. 

In regards to claim 9, the office action stated there was insufficient antecedent 
basis for the limitation "the material" in line 1 . Claim 9 has been amended to read, "the 
implant" instead of "the material." 

Therefore, applicant respectfully submits that it has distinctly claimed the subject 
matter of the invention in accordance with 35 U.S.C. 1 12. 

35 U.S.C. §102 

Claims 1-3, 6-11, 15-21, 40-50, 52-53, 55-56 and 66 stand rejected under 35 
U.S.C. 102(e) as being anticipated by U.S. Patent Application Publication No. 
2003/0055501 Al to Fell, et al. (Fell). Claims 2, 6-7, 10, 18-19, 21, 40-41, 43-50, 55-56 
and 66 have been cancelled and will therefore not be discussed. 

Amended claim 1 is directed to a femoral implant having a superior and inferior 
surface wherein the superior surface opposes at least a portion of the femur and is fixed to 
the portion when the implant is implanted, and the inferior surface opposes and 
articulates with at least a portion of a tibial implant surface when the implant is implanted 
and wherein the inferior surface is configured based in part on pre-existing parameters 
and in part on one or more patient specific measurements of the joint. 
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Fell discloses an implantable knee prosthesis in the form of an interpositional 
spacer which may be surgically implanted between the femoral condyle and tibial plateau 
of a knee joint. Nowhere does Fell disclose a femoral implant having a superior and 
inferior surface wherein the superior surface opposes at least a portion of the femur and is 
fixed to the portion when the implant is implanted, and the inferior surface opposes and 
articulates with at least a portion of a tibial implant surface when the implant is implanted 
and wherein the inferior surface is configured based in part on pre-existing parameters 
and in part on one or more patient specific measurements of the joint as required by 
amended claim 1. Therefore amended claim 1 is patentable over Fell. Claims 3, 8-9, 11, 
15-17, 20 and 42, which depend from amended claim 1, are likewise patentable over Fell 
and are further allowable in view of the additional limitations set forth therein. New 
claims 96- 11 3 also depend fi-om amended claim 1 and are also patentable over Fell for at 
least the same reasons and are further allowable in view of the additional limitations set 
forth therein. 

New claim 1 14 is directed to a tibial implant having a superior and inferior 
surface wherein the inferior surface opposes at least a portion of the tibia and is fixed to 
the portion when the implant is implanted, and the superior surface opposes and 
articulates with at least a portion of a femoral implant surface when the implant is 
implanted and wherein the superior surface is configured based in part on pre-existing 
parameters and in part on one or more patient specific measurements of the joint. 

Fell discloses an implantable knee prosthesis in the form of an interpositional 
spacer which may be surgically implanted between the femoral condyle and tibial plateau 
of a knee joint. Nowhere does Fell disclose a tibial implant having a superior and inferior 
surface wherein the inferior surface opposes at least a portion of the tibia and is fixed to 
the portion when the implant is implanted, and the superior surface opposes and 
articulates with at least a portion of a femoral implant surface when the implant is 
implanted and wherein the superior surface is configured based in part on pre-existing 
parameters and in part on one or more patient specific measurements of the joint, as 
required by new claim 114. Therefore new claim 1 14 is also allowable over Fell. 
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Additionally, new claims 1 15-136, which depend from new claim 1 14, are allowable over 
Fell for at least the same reaons. 

New claim 137 is directed to an orthopedic implant comprising an articular 
surface and a bone-abutting surface configured to attach to a surface of the joint wherein 
the articular surface is sized and shaped based in part on pre-existing parameters and in 
part on one or more patient specific measurements of the joint. 

Fell discloses an implantable knee prosthesis in the form of an interpositional 
spacer which may be surgically implanted between the femoral condyle and tibial plateau 
of a knee joint. Nowhere docs Fell disclose an orthopedic implant comprising an 
articular surface and a bone-abutting surface configured to attach to a surface of the joint 
and wherein the articular surface is sized and shaped based on pre-existing parameters 
and patient specific measurements. Therefore, new claim 137 is also allowable over Fell. 

Finally, since the examiner has rejected these claims based on 102(e), applicants 
reserve the right to assert a prior invention date. 

35U.S.C. $103 

The Office Action rejects claims 4-5 as being unpatentable over Fell in view of 
U.S. Patent Number 6,206,927 (Fell et al., hereinafter "Fell '927"). 

As mentioned above. Applicants have cancelled claims 4-5. Accordingly, 
Applicant believes that this rejection is now moot. 

Claims 12-14 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fell in view of US Patent No. 6,203,576 to Afriat et al. (Afriat). 

For reasons similar to those discussed above, Fell and Afriat do not disclose all of 
the required elements of claims 12-14, because, among other reasons, they do not 
disclose all of the elements of independent claim 1 as amended, upon which they depend. 
For example, the recited combination of art does not disclose a femoral implant wherein 
the inferior surface is configured based in part on pre-existing parameters and in part on 
one or more patient specific measurements of the joint as claimed in each of claims 12- 
14. Fell does not include such disclosure, as explained above. Afriat, which the 
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Examiner references as disclosing the claimed "structure for attachment" of claims 12-14, 
also does not disclose those elements of the claim. 
Therefore, claims 12-14 are allowable. 

Claims 51 and 54 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fell in view of US Patent No. 4,344,193 to Kenny (Kenny). As discussed above. 
Applicants have cancelled claim 54. Accordingly, Applicant believes that the rejection of 
claim 54 is now moot and only discusses the rejection with respect to claim 5 1 . 

For reasons similar to those discussed above. Fell and Kenny do not disclose all 
of the required elements of claim 51, because, among other reasons, they do not disclose 
all of the elements of independent claim 1 as amended, upon which they depend. For 
example, the recited combination of art does not disclose a femoral implant wherein the 
inferior surface is configured based in part on pre-existing parameters and in part on one 
or more patient specific measurements of the joint as claimed in claim 5 1 . Fell does not 
include such disclosure, as explained above. Kenny, which the Examiner references as 
disclosing the claimed structure, also does not disclose those elements of the claim. 

Therefore, claim 5 1 is allowable. 

The remaining claims rejected by the Examiner under Section 103 have been 
cancelled for other reasons. 

Double Patenting 

Claims 1-14, 18, 20, 43-44, 46-49 and 66 stand provisionally rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable over 
copending AppUcation No. 10/752,438. Claims 2, 4-7, 10, 18, 43-44, 46-49 and 66 have 
been cancelled. Claims 1,3, 8-9, 11-14 and 20 have been amended and now incorporate 
a surface configured based in part on pre-existing parameters and in part on one or more 
patient specific measurements of the joint which is not an element of the cited claims of 
the copending application. Therefore, claims 1,3, 8-9, 11-14 and 20 are allowable over 
copending AppHcation No. 10/752,738. 

Claims 1-6, 8-21, 40-51, 55-56 and 66 stand provisionally rejected on the ground 
of nonstatutory obviousness-type double patenting as being unpatentable over copending 
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Application No. 10/681,749. Claims 2, 4-6, 10, 18-19, 21, 40-41, 43-50, 55-56, and 66 
have been cancelled. Claims 1, 3, 8-9, 1 1-17, 20, 42 and 51 have been amended and now 
incorporate a surface configured based in part on pre-existing parameters and in part on 
one or more patient specific measurements of the joint which is not an element of the 
cited claims of the copending application. Therefore, claims 1,3, 8-9, 1 1-17, 20, 42 and 
51 are allowable over copending Application No. 10/681,749. 

CONCLUSION 

It is believed that the application is now in order for allowance and Applicant 
respectfully requests that a notice of allowance be issued. Applicant believes that a three 
month extension of time is required and request the associated fee to be charged to 
deposit account number 19-4972. Additionally, please charge any additional fees required 
by this paper or credit any overpayment to deposit account number 19-4972. Applicant 
also requests that the examiner contact applicant's attomey, Jonathan Lovely, if it will 
assist in processing this application through issuance. 

Respectfully submitted, 

/Jonathan C. Lovely. #60.821/ 

Jonathan C. Lovely 
Registration No. 60,821 
Attomey for Applicant 

Bromberg & Sunstein LLP 
125 Summer Street 
Boston, MA 02110-1618 
(617) 443-9292 

02960/00113 1089708.1 
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